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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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- Failure to reply within the set or extended period for reply wilt, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 06 June 2007 . 
2a)l3 Tills action is FINAL. 2b)n Tliis action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1,5-8,11 and 12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) tS-S.H and 12 is/are rejected. 

Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 14 October 2003 is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Officie Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19{a)-(d) or (f). 
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2. n Certified copies of the priority documents have been received in Application No. . 

3. \3 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Background 

1. This Final Office Action is responsive to the following communications: 
Amendment filed on 6/6/2007. 

2. Claims 1, 5-8, and 11-12 are pending. Claims 1, and 5 are independent in 

form. 

Response to Amendment 

3. Applicant's amendment, request for reconsideration, and accompanying 
arguments, are persuasive and, therefore, the previous prior art rejections under 35 
U.S.C. §102 in view of Will et al U.S. Patent No. 5,825,353 are withdrawn. However, 
upon further search and consideration, new grounds of rejection are made under 35 
U.S.C. § 102(e) in view of U.S. Patent Application Publication No. US 2002/0080186 Al 
to Frederiksen, addressed in detail below. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, 
published under section 122(b), by another filed in the United 
States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in 
the United States before the invention by the applicant for 
patent, except that an international application filed under the 
treaty defined in section 351(a) shall have the effects for 
purposes of this subsection of an application filed in the United 
States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the 
English language. 



5. Claims 1, 5-8, and 11-12 are rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. Patent Application Publication No. US 2002/0080186 Al to 
Frederiksen, 



I. Citation of Prior Art 



A reference to specific paragraphs, columns, pages, or figures in a cited prior art 
reference is not limited to preferred embodiments or any specific examples^ It is well 
settled that a prior art reference, in its entirety, must be considered for all that it 
expressly teaches and fairly suggests to one having ordinary skill in the art^. Stated 
differently, a prior art disclosure reading on a limitation of Applicant's claim cannot be 
ignored on the ground that other embodiments disclosed were instead cited. Therefore, 
the Examiner's citation to a specific portion of a single prior art reference is not 
intended to exclusively dictate, but rather to demonstrate an exemplary disclosure 
commensurate with the specific limitations being addressed. 



1 In re Heck, 699 F.2d 1331, 1332-33, 216 USPQ 1038, 1039 (Fed. Cir. 1983) (quoting In re Lemelson, 
397 F.2d 1006, 1009, 158 USPQ 275, 277 (CCPA 1968). 

2 Upsher-Smith Labs. v. Pamlah, LLC, 412 F.3d 1319, 1323, 75 USPQ2d 1213, 1215 (Fed. Cir. 2005); 
In re Fritch, 972 F.2d 1260, 1264, 23 USPQ2d 1780, 1782 (Fed. Cir. 1992); Merck & Co. v. Biocraft 
Labs,, Inc., 874 F.2d 804, 807, 10 USPQ2d 1843, 1846 (Fed. Cir. 1989); In re Fracalossi, 681 F.2d 
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II. General Discussion of the Applied Prior Art. 

Frederiksen teaches a portable phone having a display with input means for 
inputting information and instructions, and a control unit controlling the display in 
dependence on the operation of the input means. The input means includes navigation 
means for moving a marker in an active part of the display, e.g. see Fig. 3 below: 



The shown navigation means is provided with a roller body and includes means 
for detecting the rolling and depression of the roller body and for providing control 
signals in response thereto. In an information input mode, the control unit moves the 
marker in the display in dependence on the rolling control signal and generates a pop- 
up window upon reception of the depression control signal, said pop-up window 
covering a part of the active display and containing operations which are allowed in a 
position defined by said marker. 



792, 794 n.l, 215 USPQ 569, 570 n.l (CCPA 1982); In re Lambert^ 545 F.2d 747, 750, 192 USPQ 




FIG. 3 
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III. Prior Art Anticipation of Claimed Limitations. 

As to independent claim 1, Frederiksen describe(s): a computer-readable 
medium for a hand-held device ("...hand portable phone para. [0017]), the device 
capable of being held with one hand and having a button that is capable of being 
actuated by the hand holding the device ("...Hereby both the options normally present 
in the soft keys and the navigation of the cursor may be integrated in the roller body of 
the navigation means. ...," para. [0006]), the computer-readable medium having 
computer-executable instructions for performing steps comprising: receiving an 
indication that a user has depressed the button ("...and a sensor operatively connected 
to the control unit for detecting the depression of the roller body; said control unit 
generating a pop-up window which includes a set of allowed operations and which 
covers a part of the display upon reception of a request provided by depressing the 
roller body....," para. [0012]); determining that the button has been depressed long 
enough to constitute a context menu gesture ("...detecting the depression of the roller 
body...," para. [0012]); and displaying a context menu on the device in response to the 
context menu gesture ("...generating a pop-up window ...," para. [0012]), wherein 
displaying a context menu comprises: determining that a window border on the display 
is highlighted before displaying the context menu ("...The context sensitive pop-up 
window 46 covers a part of the active display, and it contains operations that are 
allowed in a position defined by the cursor 43 prior to the depression of the roller body 
20....," para. [0060]); and displaying a context menu comprising at least one command 

278/280 (CCPA 1976); In re Bozeh 416 F.2d 1385, 1390, 163 USPQ 545, 549 (CCPA 1969). 
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that is specifically relevant to the highlighted window border rather than another area 
within the window while continuing to display and highlight at least a portion of the 
window ("...The e.g. the phone book and the selection of "Menu" will cause a last-dialed 
stack, pop-up window including the sub-items of the Menu to appear. Listing The 
cursor will scroll/ The item highlighted by the Mode browse through the items cursor 
will be selected. If the in the list, selection of the item allows the user to select among 
sub- items, a pop-up window including these sub-items will appear in the window....," 
para. [0122]). 

As to independent claim 5, Frederiksen describe (s): a method of producing a 
context menu on a display of a hand-held device ("...A context sensitive pop-up 
window...," para. [0121]), the method comprising: determining whether a user has 
manipulated a button on the hand-held device to satisfy a context menu gesture 
requirement ("...When the navigation and selection key 10 is pressed in this mode, the 
context sensitive pop-up window 46 will appear, and the processor 17 will only allow 
operations which are allowable in the present application and with the present cursor 
.position to be displayed in the context sensitive pop-up window 46. .,.," para. [0075]); 
and displaying a context menu if the context men'^ gesture requirement has been 
satisfied ("...When the roller body 20 is depressed with the cursor 43 placed in the text, 
the processor starts displaying a context sensitive pop-up window including a number 
of selectable items or operations....," para. [0060]), wherein displaying a context menu 
comprises: determining that a window border on the display is highlighted before 
displaying the context menu ("...When the pop-up window 40 or 46 appears, it is 
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surrounded by a rectangular borderline 50, as will be seen from FIG.. 5. Outside this 
borderline 50 the underlying display is visible. para. [0080]); and displaying a 
context menu comprising at least one command that can be applied to the highlighted 
window border rather than an area within the window while displaying at least part of 
the highlighted window ("...first display part in the display for displaying a string of 
entered information; a second display part in the display for displaying a string of a 
plurality of possible information candidates; one of the candidates in the candidate 
string being highlighted by the cursor whose movement through information candidates 
is controlled by the rolling of the navigation key means, and said highlighted candidate 
being selectable for entering into the string of entered information by pressing the 
navigation key means. para. [0011]). 

As to dependent claim 6, which depends from claim 5, Frederiksen further 
disclose(s): the method of claim 5 wherein the context menu gesture requirement 
comprises pressing the button for more than a required period of time ("...if no items 
are selected with a time-out of e.g. 5 seconds. If the user selects the "write message" 
item, the pop-up window will disappear and the background display will change from 
the "idle mode" display to the "text entry" display ...," para. [0059]). 

As to dependent claim 7, which depends from claim 6, Frederiksen further 
disclose(s): the method of claim 6 wherein the context menu gesture requirement is not 
satisfied if the user presses and releases the button before the required period of time 
("...and the phone will return to this idle mode display if no items are selected with a 
time-out of e.g. 5 seconds....," para. [0059]). 
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As to dependent claim 8, which depends from claim 6, Frederiksen further 
disclose(s): the method of claim 6 further comprising determining that a user has made 
a selection gesture instead of the context menu gesture ("...Advantageously, the phone 
changes state upon the occurrence of the context sensitive pop-up window to a listing 
mode in which a plurality of allowable operations are listed in the pop-up window, and 
wherein said request providing input means changes functionality to a selection means 
which, when depressed, selects the operation marked by the cursor. Hereby the same 
key may be used for different types of navigation in dependence on the present mode of 
the phone. para. [0010]). 

As to dependent claim 11, which depends from claim 1, Frederiksen further 
disclose(s): the computer-readable medium of claim 1 wherein the button may be 
rotated and wherein the computer-readable medium has additional computer- 
executable instructions for performing steps comprising highlighting the window border 
based on a rotation of the button ("...the cursor whose movement through information 
candidates is controlled by the rolling of the navigation key means, and said 
highlighted candidate being selectable for entering into the string of entered 
information by pressing the navigation key means. para. [0011]). 

As to dependent claim 12, which depends from claim 5, Frederiksen further 
disclose(s): the method of claim 5 wherein the button may be rotated and wherein the 
method further comprises highlighting the window border based on a rotation of the 
button ("... Both the context sensitive pop-up window 46 and the ordinary menu item 
containing the pop-up window 40 may be escaped by moving the cursor 42 outside the 
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borders of the window or by pressing the "clear" key 12. The phone will then go back to 
the application related to the underlying display partly visible behind the pop-up 
window. ...," para. [0076]). 

Response to Arguments 

6. Applicant arguments, see pp. 5-8 filed 6/6/2007, with respect to the 35 
U.S.C. § 103(a) Rejections cited by the Examiner in the previous Office Action (dated 
3/6/2007), have been fully considered and are persuasive. Therefore, the rejection has 
been withdrawn. However, upon further consideration, a new ground(s) of rejection is 
made in view of newly discovered prior art (i.e., U.S. Patent Application Publication No. 
US 2002/0080186 Al to Frederiksen), addressed supra. 

7. Applicant's remaining arguments with respect to claims have been 
considered but are moot in view of the new 35 U.S.C. § 102(e) Rejections, addressed, 
supra. 

Conclusion 

8. All prior art made of record in this Office Action or as cited on form PTO- 
892 notwithstanding being relied upon, is considered pertinent to applicant's disclosure. 
Therefore, Applicant is required under 37 CFR §1.1 11(c) to consider these references 
fully when responding to this Office Action. 

9. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See 
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MPEP § 706.07(a). Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the date of this final action. 

10. Any inquiry concerning this communication or earlier communications 
from the Examiner should be directed to Samir Termanini at telephone number is (571) 
270-1047. The Examiner can normally be reached from 9 A.M. to 6 P.M., Monday 
through Friday. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Stephen S. Hong can be reached on (571) 272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
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only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EEC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call .800-786-9199 USA OR CANADA) or 571-272-1000. 





"^i^.-v \r^yi^^\^\ STEPHEN HONG 

SamirTermanini SUPERVISORY PATENT EXAMINER 

Patent Examiner 
Art Unit 2178 



